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DETAILED ACTION 

Applicants' arguments in tlie Appeal Brief, filed April 30, 2009, have been fully 
considered. Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are either reiterated or 
newly applied. They constitute the complete set presently being applied to the instant 
application. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 

Claim Rejections - 35 USC S 112 - Written Description (New Rejection) 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 4, 7-11, 14, 18-20 and 27-33 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The claims recite a 
"cooling agent" and the instant specification defines "cooling agent" as a "non-menthol 
cooling agent". The specification further discloses that the cooling agents used in the 
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instant invention nnay be chosen from "menthol, menthol glyceryl ether, N,2,3-trimethyl- 
2-isopropyl-butanamide and menthyl glutarate or combination thereof (page 4, lines 3- 
5). The term "cooling agent" lacks "Written Description" because it is specifically 
defined as not being a menthol and then is disclosed as encompassing menthol, which 
makes the term confusing and contradictory. 

Claim Rejections - 35 USC S 112 - Indefiniteness (New Rejection) 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 4, 7-11, 14, 18-20 and 27-33 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

1 ) The claims recite "an effective amount of menthol, a cooling agent and a 
heating agent". The phrase is indefinite insofar as it is unclear if "effective amount" 
encompasses only the amount of "menthol" or if it encompasses "menthol, a cooling 
agent and a heating agent" combined. It is also not clear what "menthol" or the 
combination of "menthol, a cooling agent and a heating agent" are effective for, such as 
for an antimicrobial effect or and an improved flavor experience. 

2) The claims recite "cooling agent" and the specification defines "a cooling 
agent" as "non-menthol cooling agents" (page 1, lines 20 and 21). The instant 
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specification further discloses a cooling agent Is chosen from "menthol, menthol glyceryl 
ether...". The term "cooling agents" has conflicting definitions and Is therefore Indefinite 
Insofar as It Is unclear whether "cooling agents" encompass menthol or not. 

Claim Rejections - 35 USC S 103 - Obviousness (Previous Rejection) 

Claims 1, 4, 7-11, 14, 18-20 and 27-33 were rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kumamoto et al. (US 2002/01 19231) In view of Sturtz (US 
Plant 8,645). The rejection Is maintained. 

Applicant's Arguments 

Applicant argues that the combination of Kumamoto et al. and Sturtz do not 
disclose or suggest every element of the presently pending claims. The combination 
recited in the instant claims provides a novel flavor and reduces the cost of peppermint 
flavored products. The reference also falls to disclose menthol In an "effective amount". 
Sturtz discloses Erosplcata oil contains 0.05% menthol and not 1% menthol. This 
amount Is not effective within In the meaning of the present claims. Further Sturtz Is 
directed to as low as a menthol content possible and would not include an effective 
amount of menthol. Kumamoto et al. fall to disclose using a combination of menthol 
and a non-menthol cooling agent. The references also fall to disclose an oral product 
comprising Erosplcata at a concentration ranging from about 0.01 to about 5% by 
weight of the total product. Nowhere In Sturtz or Kumamoto et al. does It disclose that 
Erosplcata oil Is used to achieve a novel flavor when combined with a cooling agent. 
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Sturtz merely discloses that Erospicata oil has a characteristic peppermint taste and 
smell. Sturtz also teaches away from the instant claims and Kumamoto et al. because it 
teaches menthol is undesirable in ingestible products. Thus, one of skill of the art would 
not add additional menthol and the menthol contained in the Erospicata oil is not an 
effective amount. Because Sturtz does not teach how much is too much menthol and 
teaches that menthol causes nasal and gastrointestinal irritation, one would not be 
motivated to add any menthol to oral compositions. These arguments are not 
persuasive. 

Examiner's Response 

The Examiner asserts that the combination of references suggest every element 
of the pending claims because Kumamoto et al suggest using a combination of a 
cooling agent and a warming agent in compositions with a peppermint flavor and Sturtz 
provides motivation of why one of skill in the art would want to use Erospicata oil as a 
peppermint flavor. The compositions of Kumamoto provide the teaching of a "novel 
flavoring" because the flavoring having a warming effect is the disclosed invention. In 
regards to the "effective amount", there appears to be no indication in the instant 
specification of what encompasses an "effective amount" or what the menthol is 
effective against. Sturtz discloses menthol is present in the Erospicata oil and 
comprises a maximum of 1% of the oil. Although there is no example disclosed by the 
reference that the oil comprises about 1 %, the reference does teach that the oil 



Application/Control Number: 10/705,481 Page 6 

Art Unit: 1612 

comprises more tlian 0.05% by its disclosure of mentliol comprising 0.17% by weiglit 
(see Table 2). This shows that the amount of menthol may vary. Although Sturtz 
teaches the absence of menthol avoids irritation to the oral and nasal cavities, the oil 
itself comprises menthol and therefore meets the limitations of the instant claims, 
considering it is not disclosed what "an effective amount" encompasses (see 
Indefiniteness Rejection above). Further, Sturtz provides several reasons why one 
would use erospicata oil, the first, to avoid too much menthol when this is desired and 
second, to avoid the bitter taste due to piperitone when this is desired. When certain 
amounts of menthol and a strong peppermint taste without the bitter taste of piperitone 
are desired, one of skill in the art would be motivated to use Erospicata oil to avoid the 
bitter taste. Also since it is disclosed in the art that menthol is an agent used separate 
from peppermint, as disclosed by Kumamoto, it would have been reasonable for one of 
skill in the art to add an "effective amount" of menthol dependent on its desired function. 

In regards to the amount of Erospicata oil, the oil provides flavoring to the 
compositions and therefore it would have been taken no more than the relative skill of 
one of ordinary skill in the art to have adjusted the amount of erospicata oil in the flavor 
composition motivated by the desire to achieve optimum flavor in the oral composition. 

Claims 1, 4, 7-11, 14, 18-20 and 27-33 are rejected. 
Claims 21 and 24-26 are withdrawn. 
No claims allowed. 
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Any inquiry concerning tliis communication or earlier communications from tine 
examiner sliould be directed to LEZAH W. ROBERTS wliose teleplione number is 
(571 )272-1 071 . The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick F. Krass can be reached on 571-272-0580. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Lezah W Roberts/ 
Examiner, Art Unit 1612 

/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



